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Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )KI Responsive to communication(s) filed on 25 September 2006 . 
2a)D This action is FINAL. 2b)S This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quay/e, 1935 CD. 11, 453 O.G. 213. 
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4) ^1 Claim(s) 1-27 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) H Claim(s) 19-21 is/are allowed. 

6) Kl Claim(s) 1-18 and 22-27 is/are rejected. 
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8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10) Q The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 

1 1) D The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 
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application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 
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DETAILED ACTION 
Claim Rejections - 35 USC § 102 

1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

2. Claims 22-27 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Johnson (4,438,574). Johnson discloses an article of footwear (10) comprising: a 
bottom assembly (sole 20 and midsole 22); an upper (12) comprising: an extensible, 
ventilated material (inner layer 40 made of breathable, stretchable and moldable 
material); and an outer protective covering layer positioned over said extensible, 
ventilated material (outer layer 42 preferably made of synthetic mesh, non-stretchable 
nylon material) at a front section of the upper, said outer protective cover layer 
comprising a nylon mesh material, see Figures 1 and 2 embodiments. 

With respect to claims 26 and 27, note the reinforcing gusset (Heel reinforcing 
members 32 and 34) assembled to the upper in a heel zone. 

Claim Rejections - 35 USC § 103 

3. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 
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4. The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

5. Claims 1-5, 11, 14-15 and 18 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Abel (3,289,328) in view of Caplan (2,003,105). Abel discloses a foot 
cover/liner (5) assembled along a first longitudinal assembly seam (18) and a second 
substantially vertical assembly seam (17), both longitudinal and substantially vertical 
seams being arranged on a lateral side of the shoe (see column 2, lines 1-8) and being 
the only seams for assembling the upper portion of the liner (7) to the bottom portion of 
the liner (6). See figures 1-4 embodiments and column 1, lines 31-37. This foot 
cover/liner is worn on a users foot, which is then inserted inside of an article of footwear, 
which inherently will have upper and a bottom assembly/outer sole. Contrary to 
Applicant's argument the examiner is not relying on the sole wall (6) of Abel's sport sock 
to correspond to Applicant's claimed "bottom assembly", the "bottom assembly" which 
the examiner is relying on is part of the article of the footwear which is worn over the 
sock liner of Abel. 

It appears that the seam (15) of Abel, which secures the edges of the upper 
portion together, is slightly slanted and not completely vertical. However Caplan 
discloses that it is desirable to connect the edges of the liner with a vertical seam. 
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Accordingly, the skilled artisan would have been motivated to substitute the slanted 
seam for a vertical seam insofar as they are art-equivalents. 

With respect to claim 2, Abel discloses that it is well known in the art to provide 
heel stiffener arranged on an exterior of said foot cover/liner. See column 1 , lines 20-27. 

With respect to 

With respect to claim 5, the liner is made of terry stretch cloth, which is extensible 
and ventilated. 

With respect to claim 1 1 , official notice is taken that it is old and conventional to 
provide a shock absorbing sole to a footwear to make the footwear more comfortable for 
the user. Since applicant did not challenge the limitation under Official Notice, the 
limitation under Official Notice is now taken as admitted prior art. Therefore, it would 
have been obvious to one of ordinary skill in the art at the time the invention was made 
in view of the admitted prior art to provide a shock absorbing sole to the footwear of 
Abel to make the footwear more comfortable for the user. 

With respect to claim 4, official notice is taken that it is old and conventional to 
provide an outer gusset in the heel area of a liner/upper adapted to receive heel 
stiffeners and foam to provide more comfort to the wearer. Therefore, it would have 
been obvious to one of ordinary skill in the art at the time the invention was made in 
view of the Official Notice to provide a gusset in the heel area of the liner/upper to 
receive the heel stiffener and to also provide a foam within the gusset between the liner 
and the heel stiffener to make the footwear more comfortable for the wearer. 
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6. Claims 1-9, 11 and 14-18 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Johnson (US 4,438,574) in view of Abel (3,289,328) and Caplan 
(2,003,105). Johnson as described above disclosed all the limitations of the claims 
except for the liner (inner layer 40) having longitudinal and vertical seams that are the 
only seams for assembling the liner together. Abel discloses a foot cover/liner (5) 
assembled along a first longitudinal assembly seam (18) and a second substantially 
vertical assembly seam (17), both longitudinal and substantially vertical seams being 
arranged on a lateral side of the shoe (see column 2, lines 1-8) and being the only 
seams for assembling the upper portion of the liner (7) to the bottom portion of the liner 
(6). See figures 1-4 embodiments and column 1, lines 31-37. It appears that the seam 
(15) of Abel, which secures the edges of the upper portion together, is slightly slanted 
and not completely vertical. However Caplan discloses that it is desirable to connect the 
edges of the liner with a vertical seam. Accordingly, the skilled artisan would have been 
motivated to substitute the slanted seam for a vertical seam insofar as they are art- 
equivalents. Therefore, it would have been obvious to one of ordinary skill in the art at 
the time the invention was made to make the liner of Johnson with longitudinal and 
vertical seams that are the only seams for assembling the liner together as taught by 
Abel-Caplan to make the liner more comfortable and a liner which can be economically 
manufactured from one-piece of blank. 

With respect to claim 2, Johnson discloses a heel stiffener (32). 

With respect to claims 3 and 4, Official Notice is taken that it is old and 
conventional to provide an outer gusset in the heel area adapted to receive heel 
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stiffeners and foam to provide more comfort to the wearer. Therefore, it would have 
been obvious to one of ordinary skill in the art at the time the invention was made in 
view of the Official Notice to provide a gusset in the heel area of the liner to receive the 
heel stiffener and to also provide a foam within the gusset between the liner and the 
heel stiffener to make the footwear more comfortable for the wearer. 

With respect to claim 5, the liner is made of breathable material. 

With respect to claim 6, note the outer protective layer, outer layer (42) preferably 
made of synthetic mesh, non-stretchable nylon material. 

With respect to claims 7 and 16-17, see column 4, lines 62-68. 

With respect to claim 1 1 , note midsole layer (22). 
7. Claims 1-2, 10, 14-16 and 18 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Zaino (US 4,447,967) in view of Abel (3,289,328) and Caplan 
(2,003,105). Zaino discloses an article of footwear comprising: an upper; a bottom 
assembly (Sole , see column 2, lines 23-28); the upper comprising a liner (fabric sock) 
assembled together and two tightening quarters arranged on medial and lateral sides of 
the upper, respectively, each of the tightening quarters being attached at a lower end to 
the upper in an area of the bottom assembly (bands 14), and each of the tightening 
quarters is provided at the upper end with lacing guides (eyelets 7). Zaino does not 
appear to disclose the liner having longitudinal and vertical seams that are the only 
seams for assembling the liner together. Abel discloses a foot cover/liner (5) assembled 
along a first longitudinal assembly seam (18) and a second substantially vertical 
assembly seam (17), both longitudinal and substantially vertical seams being arranged 
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on a lateral side of the shoe (see column 2, lines 1-8) and being the only seams for 
assembling the upper portion of the liner (7) to the bottom portion of the liner (6). See 
figures 1-4 embodiments and column 1, lines 31-37. It appears that the seam (15) of 
Abel, which secures the edges of the upper portion together, is slightly slanted and not 
completely vertical. However Caplan discloses that it is desirable to connect the edges 
of the liner with a vertical seam. Accordingly, the skilled artisan would have been 
motivated to substitute the slanted seam for a vertical seam insofar as they are art- 
equivalents. 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to replace the liner of Zaino with the liner of Abel-Caplan 
to make the liner more comfortable and a liner which can be economically manufactured 
from one-piece of blank. 

With respect to claim 2, Zaino discloses a heel stiffener/reinforcement (11), see 
figure 2 embodiment. 

With respect to claim 18, see column 2, lines 16-21. 
8. Claims 1-18 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Norton et al. (US 4,451,996) in view of Abel (3,289,328) and Caplan (2,003,105). Norton 
discloses an article of footwear comprising: an upper; a bottom assembly (outsole 12 
and midsole); the upper comprising a liner (fabric lamina 32) assembled together and 
two tightening quarters arranged on medial and lateral sides of the upper, respectively, 
each of the tightening quarters (34 and 36) being attached at a lower end to the upper in 
an area of the bottom assembly by stitched seams, and each of the tightening quarters 
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is provided at the upper end with lacing guides (eyelets 44). Norton does not appear to 
disclose the liner/upper having longitudinal and vertical seams that are the only seams 
for assembling the liner together. Abel discloses a foot cover/liner (5) assembled along 
a first longitudinal assembly seam (18) and a second substantially vertical assembly 
seam (17), both longitudinal and substantially vertical seams being arranged on a lateral 
side of the shoe (see column 2, lines 1-8) and being the only seams for assembling the 
upper portion of the liner (7) to the bottom portion of the liner (6). See figures 1-4 
embodiments and column 1 , lines 31-37. It appears that the seam (15) of Abel, which 
secures the edges of the upper portion together, is slightly slanted and not completely 
vertical. However Caplan discloses that it is desirable to connect the edges of the liner 
with a vertical seam. Accordingly, the skilled artisan would have been motivated to 
substitute the slanted seam for a vertical seam insofar as they are art-equivalents. 
Therefore, it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to make the liner of Norton with longitudinal and vertical seams that 
are the only seams for assembling the liner together as taught by Abel-Caplan to make 
the liner more comfortable. 

With respect to claim 2, Norton discloses a heel stiffener/reinforcement (counter 
18), see figure 1 embodiment. 

With respect to claims 3 and 4, Official Notice is taken that it is old and 
conventional to provide an outer gusset in the heel area adapted to receive heel 
stiffeners and foam to provide more comfort to the wearer. Therefore, it would have 
been obvious to one of ordinary skill in the art at the time the invention was made in 
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view of the Official Notice to provide a gusset in the heel area of the liner to receive the 
heel stiffener and to also provide a foam within the gusset between the liner and the 
heel stiffener to make the footwear more comfortable for the wearer. 

With respect to claim 5, the liner is made of fabric material. 

With respect to claims 6-9, note the outer protective layer, outer layer (mesh 
lamina 28). 

Allowable Subject Matter 

9. Claims 19-21 allowed. 

Response to Arguments 

10. Applicant's arguments with respect to claims 1-1 1 and 22-27 have been 
considered but are moot in view of the new ground(s) of rejection. 

Conclusion 

1 1 . Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jila M. Mohandesi whose telephone number is (571) 
272-4558. The examiner can normally be reached on Monday-Friday 7:30-4:00 (EST). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Mickey Yu can be reached on (571) 272-4562. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 




Jila M Mohandesi 
Primary Examiner 
Art Unit 3728 
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December 04, 2006 



